REMARKS 



Upon entry of the above amendments, claim 1 to 3, 8 to 8, 1 1 to 1 3 and 15 wi be pending in the 
present application. CIaim2 8, 11-1.3 and 15 are withdrawn from consideration but subject to 
rejoinder. Applicants amended claims 1, 2, 8 and ? to more dearly define tie present invention. 
The specification provides support for the amendments. No new matter has been introduced by 
the instant amendments. 

Rejection under 35 USC §112. first paragrap h: 

1 . Claims 1-3, 7 and 8 stand rejected under 35 USC §1 12, first paragraph as allegedly 
being non-enabled for the ester. Applicants deleted the term "ester* In claim 1 and 2. 

2, Claims 1-3, 7 and 8 stand rejected under 35 USC §1 12, first paragraph as allegedly 
being non-enabled for compounds where R is other than unsubstituted alky! and other than 
benzofuran optionally substituted with CI. Applicants thank the Examiner for the Courtesy 
extended to Applicants during an interview on April 15, 2010, Applicants suggested to the 
Examiner amending the definition of R to "optionally substituted alkoxy" and the Examiner has 
indicated that heiwould consider this amendment to meet the enablement requirement if the 
optional substitusnts were in commensurate scope with the Examples. Therefore, Applicants 
amended R tofCrCr alkoxy, optionally substituted with a furyl, benzofuryl, phenyl or thiazolyl: 
each of which is optionally substituted with halo; linear, branched or cyclic lower alkyi; or with s 
linear, branched or cyclic lower alkoxy". This amendment is supported by Examples 18, 19, 20 
and 21 wherein R is unsubstituted alkoxy; Examples 154 and 155 wherein R is alkoxy 
substituted with substituted benzofuryl; Examples 35-39 wherein R is alkoxy substituted with 
furyl, Example 135 wherein R is alkoxy substituted with substituted thiazolyl; Example 40 
wherein R is alkoxy substituted with phenyl; Example 42-7S wherein Ris alkoxy substituted with 
benzofuryl, which is further substituted with halo groups, Example 80-103 wherein alkoxy is 
substituted with benzofuryl, which is further susbtituted with alkoxy; Example 104-108 wherein 
alkoxy is substituted with benzofuran, which is further substituted with alkyi. 

Further support to this amendment can be found on page 5, 1 " pa rag raph In the prefered 
definition of R; on page 3, paragraph 4. and 5 in the deffnilon of alkoxy and alkyi 
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Applicants assert that in view of the above argi#nents, the claims as amended are fully 
supported by the specification and by the examples. 

Applicants respectfully request withdrawal of the 36 USC §1 1 2, first paragraph 
rejections. 

Rejection under 35 USC §1 03: 




Claims 1,2, 3, 7 and 8 stand rejected under 35 USC §103(a) as being obvious over US 
7,078,41 9. Examiner asserts that US '419 teaches positional isomer of compounds of the instant 
invention. Examiner asserts that compounds of US ! 419 contain an O-heteroaryf (O-pyridine or 
O-pyrimidlne) at the 6-posfSon of the indole where Applicants eompounds's contain a R group at 
the 4~position of the indole. Examiner also states that the isomer is expected to be prepared by 
the same method and have tie same property. 

Applicants respectfully disagree that it is well established that positional isomers are 
prima facie obvious even in the absence of teaching to modify. Tor a claimed compound to be 
prima facie obvious over the prior art compound with structural similarity, the prior art must 
suggest making the specific structural modifications necessary to arrive at the: claimed invention. 
" Takeda v alphaphairn, 492 F. 3d 1350. Applicants assert that there Is no motivation to move 
the G-pyridine or O-pyrimidlne group from the ©.position of the indole to fie 4-posltion of the 
indole, However, to expedite prosecution. Applicants amended the definition of R to *Ci-G 7 
alkoxy, optionally substituted with a furyl, benzofuryl, phenyl or thiazoiyl; each of which is 
optionally substituted with halo; linear, branched or cyclic lower alkyl; or with a linear, branched 
or cyclic lower alkoxy" . US '419 does not teach a compound wherein the indole Is substituted at 
the 4-posltion with an alkoxy or an alkoxy further substituted with fury!, benzofuryf, phenyl or 
thiazoiyl. US '419 has a limiting feature of 6~sushtituison with O-pyridine or O-pyrimidlne. 
Appilcanfe amended scope for R requires at least 2 -atoms between the indole and the fury!, 
phenyl, benzofuran or thiazoie substituent, whereas US '419 has one atom, an oxygen atom, 
between the indole and the pyridine or pyrldlmidine. 

Someone of ordinary skill In the art would have had no motivation to replace a pyridine 
with fyrsh, benzofuran, phenyl or thiazoie, in addition to moving the group torn position 8 to 
position 4, in addition to adding an extra atom or atoms linker between the Indole and the 
heteroaryl substituent. Someone of ordinary skill In the art would have had no motivation or 
suggestion to combine these three structural modifications in order to arrive at the instant 
claimed invention, nor would there fee expectation of success. 

Applicants respectfully request withdrawal of the 35 USC § 103(a) rejection. 
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Conclusion: 

Applicants have addressed each and every issue set forte by the Examiner. Applicants 
respectfully submit that the claims are In good condition for allowance. 

Applicants respectfully request rejoinder of the method and process claims of 
commensurate scope to the composition of matter claims upon allowance of claims .directed to 
the elected invention, e.g., Applicants respectfully request rejoinder of the subject matter 
corresponding to Groups (VIII) and (IX) upon allowance of the claims embodying the elected 
invention. 

If the Examiner believes for any reason that personal communication will expedite 
prosecution of this application, the Examiner is Invited to telephone theundersigned at 8 1 7-87 1- 
5027. 

Respectfully submitted, 



Novartis institutes for Biomedical Research, inc 
220 Massachusetts Ave 
Cambridge, MA 02139 
(617) 871-5027 

Date: April 19, 2010 



Sophie Binet Cross 
Attorney for Applicant 
Reg. No. 59,494 
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